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Application No. 

09/875,854 


Appticant(s) ■ 

CAMERON, SERLES G. 


Examiner 

Brian K Taibot 


Art Unit 

1762 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

" '*"" ' — - "BDIV wunin ine statutory minimum oi inuiy u«aya win we whoiuci^u um 

communication. 




w.eplyv.™ . . , . - 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[2 Responsive to communication(s) filed on 18 February 2004 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1-36 is/are pending in the application. 

4a) Of the above claim(s) 1-22 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 23-36 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No. 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) H Notice of References Cited (PTO-892) 

2) CU Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) D Interview Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) D Notice of Informal Patent Application (PTO-152) 

6) Q Other: . 
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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-22, drawn to an apparatus, classified in class 118, subclass 1+. 

II. Claims 23-36, drawn to a method, classified in class 427, subclass 162+. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
materially different apparatus or by hand, or (2) the apparatus as claimed can be used to practice 
another and materially different process. (MPEP § 806.05(e)). In this case apparatus as claimed 
can be used to practice another and materially different process other than forming three 
dimensional landmarks on compact disc such as etching a glass substrate or marking a non- 
compact disk say a contact lens. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Patrick Hofbauer on 2/1 8/04 a provisional election 
was made without traverse to prosecute the invention of Group II, claims 23-36. Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 1-22 have been 
withdrawn from further consideration by the examiner, 37 CFR 1 142(b), as being drawn to a 
non-elected invention. 
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5. Claims 23-36 remain active in the application with claims 1 
elected invention as detailed above. 

Specification 

6. The abstract of the disclosure is objected to because the abstract is directed toward an 
apparatus for which the claims have been non-elected. The abstract should be directed toward 
the claimed invention that is a method. Correction is required. 

7. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
do not include the following reference sign(s) mentioned in the description: Reference numeral 
43h. 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC§103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 23-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over McKenzie 
(6,612,789 B2). 

McKenzie (6,612,789 B2) teaches a compact disk shaping apparatus and method 
comprising properly positioning a base compact disc onto a cutting table and then cutting the 
compact disc to a desired shape. The CD's are stacked on an elevator system having one side 
with data and the other with a label. An image mapping program determines the orientation of 
the CD so that it can be placed on the cutting table in the proper orientation. The robot then 
rotates the disk for proper orientation. After cutting the CD is removed. The complete system 
can perform the task on 4 CD's at one time (abstract). A CD loading and orientation system is 
attached to the frame (col. 2, lines 40-50) and provides a graphic label printing. 

McKenzie (6,612,789 B2) fails to teach markings outside a graphical pattern. 

Sabatini (5,942,165) and Rohde et al. (5,882,555) teach forming alignments marks on a 
disk, forming a pattern on the disk and cutting the disk to the pattern. 

Therefore, it would have been obvious for one skilled in the art at the time the invention 
was made to have modified McKenzie (6,612,789 B2) process by incorporating alignment marks 
outside a pattern to be cut. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian K Talbot whose telephone number is (571) 272-1428. The 
examiner can normally be reached on Monday-Friday 6AM-3PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shrive P Beck can be reached on (571) 272-1415. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Brian K Talbot 
Primary Examiner 
Art Unit 1762 



BKT 



